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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 22 November 2002 . 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) S Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 1-14 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 1-14 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
11 )□ The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)IEI None of: 

1 .□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1) □ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) D Infomiation Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) O Interview Sumnnary (PTO-41 3) Paper No(s). 

5) □ Notice of Infonnal Patent Application (PTO-152) 

6) □ Other: 



U.S. Patent and Trademartt Office 
PTO-326 (Rev. 04-01) 
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Response to Request for Reconsideration 

This is in response to a request for reconsideration file November 22"^, 2002. Claims 1- 
14 are being reconsidered in this action. 



1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily pubUshed under 35 U.S.C. 
122(b). Therefore, this apphcation is examined under 35 U.S.C. 102(e) prior to the amendment 
by the AIPA (pre- AIPA 35 U.S.C. 102(e)). 



2. Claims 1-14 are rejected under 35 U.S.C. 102(e) as being anticipated by Halpem et al 
(U.S. Patent No. 6,282,711). 



Claim Rejections - 35 USC § 102 



3. As per claims 1, Halpem et al teach a method of using software products that are offered 
via a network {see abstract, fig 1) comprising inquiring about a software {software components) 
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product from an offer server {remote server, 102) by a user via a terminal device {client system 
101) downloading {downloading) the software product from the offer server via the network onto 
the terminal device in response to the inquiry of the user {see abstract, fig i, 2, column 4 lines 
44-5 line 47) activating {installing) a software component {subset) of the software product; 
starting a communication by way of the software component with a usage processing server 
regarding a usage of the software product in response to a call of the software product in the 
terminal device of the user {see abstract, fig 7, 2, column 4 lines 44-5 line 47)\ providing, by the 
software component in a framework of the communication, data to the usage processing server; 
and checking the data, by the usage processing server, and then making a determination selected 
from the group consisting of: whether usage of the software product is approved with respect to 
the inquiring user, and whether charging operations are carried out on user accounts and provider 
of software product accounts {see abstract, fig 1, 2, column 6 line 29-67), 

4. As per claims 2 and 3, Halpem et al teach a method fiirther comprising operating the 
usage processing and the offer server by a network provider {see abstract, fig 1, 2, column 4 lines 
44-5 line 47), 

5. As per claims 4, Halpem et al teach a method fiirther comprising using a web server for a 
server selected from the group consisting of the offer server and the usage processing server {see 
abstract, fig 1, 2, column 4 lines 44-5 line 47), 
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6. As per claims 5, Halpem et al teach a usage processing server comprising: a usage 
processing module for processing a software product downloaded from a network; wherein the 
usage processing server is contacted by the sofl^vare product after the software product has been 
downloaded into a terminal device of a user and has been activated; and wherein usage 
processing data required to perform usage processing are delivered to the usage processing 
server (see abstract, fig 7, 2, column 4 lines 44-5 line 47). 

7. As per claims 6, Halpem et al teach a usage processing server fiirther comprising: a data 
store in which a software product identification of the software product and type of usage 
processing data that prescribe a type of usage processing of the software product are stored by 
the usage processing module, and wherein the usage processing module registers the software 
product {see abstract, fig 7, 2, column 4 lines 44-5 line 47), 

8. As per claims 7, Halpem et al teach a usage processing server wherein: the usage 
processing data required comprises a software product identification of the software product and 
a user identification {see abstract, fig 1, 2, column 4 lines 44-5 line 47), 

9. As per claims 8, Halpem et al teach a usage processing server wherein: the usage 
processing comprises performing an access control {see abstract, fig 1, 2, column 4 lines 44-5 
line 47). 
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10. As per claims 9, Halpem et al teach a usage processing server wherein: the usage 
processing comprises performing a usage charging of the software product on user accounts and 
provider accounts (see abstract, fig 7, 2, column 4 lines 44-5 line 47), 

11. As per claims 10, Halpem et al teach a usage processing server according to claim 5, 
wherein the usage processing module keeps statistics about usage contacts that have taken place 
and about results of a processing of the usage contacts {see abstract, fig 7, 2, column 4 lines 44-5 
line 47), 

12. As per claims 11, Halpem et al teach a software product, comprising: a software 
component that is activated when called by the software product and that subsequently starts 
communicating with a usage process server and delivers usage processing data required for 
performing usage processing to the usage processing server in the framework of the 
communication; wherein the software product can be downloaded into a terminal device by a 
user via a network in response to an inquiry from the user {see abstract, fig 1, 2, column 4 lines 
44-5 line 47), 

13. As per claims 12, Halpem et al teach a software product wherein the usage processing 
data comprises: software product provider data; and software product identification; and wherein 
the usage processing data is dynamically determined user data {see abstract, fig 1, 2, column 4 
lines 44-5 line 47), 
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14. As per claims 13, Halpem et al teach a software product wherein the software component 
interacts with the user to produce the dynamically determined user data {see abstract, fig i, 2, 
column 4 lines 44-5 line 47). 

15. As per claims 14, Halpem et al teach a method for the generation of a software product 
that is offered via a network {see abstract, fig 1), comprising the steps of installing a software 
component in source code of the software product of a software manufacturer by using a 
software development kit provided by a usage processing provider {see abstract, fig 1, 2, column 
4 lines 44-5 line 47), activating the software component when called by the software product; 
starting a communication by the software component with a usage processing server after the 
step of activating the software component; sending, by the software component, usage 
processing data that are required for performing usage processing to the usage processing server 
in the framework of the communication {see abstract, fig 7, 2, column 6 line 29-67), 

Response to Arguments 

16. Applicant's arguments filed November 22"^, 2002 have been fiiUy considered but they are 
not persuasive. 

a. Applicant argues that the prior art {Halpem et al) fail to teach starting a 
communication by way of the software component with a usage processing server 
regarding a usage of the software product in response to a call of the software product in 
the terminal device of the user and the usage processing server is contacted by the 
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software product after the software product has been downloaded into a terminal device 
of a user and has been activated, fiirther usage processing data required to perform usage 
processing are delivered to the usage processing server starting a communication by the 
software component with a usage processing server after activating the software 
component; sending, by the software component, usage processing data that are required 
for performing usage processing to the usage processing server in the fi*amework of the 
communication. Examiner respectfiilly disagrees with appHcant characterization of 
Halpem et al's inventive concept. Halpem et al. teach an inventive concept of delivered 
installation package contains only the programs, data, and local installation tools required 
for the user's unique installation requirements. The user initiates the installation process 
by connecting to the remote server system via a teleconraiunications link within a 
distributed processing network, such as the Internet. Engaging in a dialog with the server 
which provides informational links to server-side databases, the user chooses all software 
components and options that he desires his software package to have. Such a package 
may be, for example, a subset of a software suite. After selection of all options, a single 
package is manufactured on the server (see abstract). 



Conclusion 



THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 



Application/Control Number: 09/513,462 



Pages 



Art Unit: 3621 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the maiUng date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi"om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi*om the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Firmin Backer whose telephone number is (703) 305-0624. The 
examiner can normally be reached on Mon-Thu 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammel can be reached on (703) 305-9768. The fax phone numbers for the 
organization where this appUcation or proceeding is assigned are (703) 305-7687 for regular 
communications and (703) 305-7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1 1 13. 





